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Continued Examination Under 37 CFR 1.114 

1. " A request for continued examination under 37 CFR 1.114, 
including the fee set forth in 37 CFR 1.17(e), was filed in this 
application after final rejection. Since this application is 
eligible for continued examination under 37 CFR 1.114, and the 
fee set forth in 37 CFR 1.17(e) has been timely paid, the 
finality of the previous Office action has been withdrawn 
pursuant to 37 CFR 1.114. Applicant's submission filed on 
September 05, 2006 has been entered. 

Response to Amendment 

The amendment filed on September 05, 2006 has been fully 
considered but are not deemed persuasive. 

• Claims 1-21 are presented for examination. 

• Claim 22 is withdrawn from consideration. 

Response to arguments 

The Applicant in essence argues that Powlette does not disclosed 
or suggested "a processing apparatus for generating an 
executable file, comprising a data generating part generating a 
data part by analyzing an input print job formed by a set of 



Application/Control Number: 09/8 1 2,846 Page 3 

Art Unit: 2153 

commands." (Pages 10-11 of the remarks). Examiner notes that 
Powlette teaches (...a user is prompted to determine if they 
would like to capture and preserve the modified window image 
data, i.e. such as by printing in a hard copy form (col. 4, 
lines 32-40 and col. 9, lines 2-34 and col. 10., lines 18-30. 
Powlette, further teaches ("Because such file is also retrieved 
in a format usable by browser 160, it can be manipulated and 
treated like any other file so that, for example, at step 270 it 
can now be saved in electronic form on local storage device 130, 
or printed on a local output device 135" col. 3, lines 26-31; 
col. 10, lines 18-30 and col. 11, lines 25-31). An input print 
job includes print command performed on the manipulated and 
modified captured file. Hence implying the processing of the 
generated .file. Powlette further teaches that the modified data 
file 166 is then displayed in a graphics image format in a 
separate window 350 where it can be printed to out put device 
135, fig.l (col. 11, lines 25-31). Printing original captured 
image implies generating print data to be printed. 



Claim Rejections - 35 VSC §112 

The following is a quotation of the first- paragraph of 35 
U.S.C. 112: 
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The specification shall contain a written description of the invention, and 
of the manner and process of making and using it, in such full, clear, 
concise, and exact terms as to enable any person skilled in the art to 
which it pertains, or with which it is most nearly connected, to make and 
use the same and shall set forth the best mode contemplated by the inventor 
of carrying out his invention. 

Claims 1,3,79,1316, and 18 are rejected under 35 U.S.C. 112, 
first paragraph, as failing to comply with the written 
description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to 
reasonably convey to one skilled in the relevant art that the 
inventor (s), at the time the application was filed, had 
possession - of the claimed invention. w a data generating part 
generating a data part by analyzing an input print job formed by 
set of commands . 7 ' The specification as originally filed does 
not show generating a data part by analyzing an input print job 
formed by set of commands . The specification mentions specified 
commands indicating to print a displayed data content page 20, 
lines 1-10 "If the content of the specified command indicates 
print, a step A56 carries out a print process to print the 
displayed data contents by the existing printer such as the 
printer 24. This print process may be carried out by specifying 
a printer driver corresponding to the existing printer using a 
known print dialog." This is not similar g enerating a data part 
by analyzing an input print job formed by set of commands . 
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Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs 
of 35 U.S.C. 102 that form the basis for the rejections under 
this section made in this Office action: 

. A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for 
patent by another filed in the United States before the invention thereof 
by the applicant for patent, or on an international application by another 
who has fulfilled the requirements of paragraphs (1), (2), and (4) of 
section 371(c) of this title before the invention thereof by the applicant 
for patent. 

The changes made to 35 U.S.C. 102(e) by the American 
Inventors Protection Act of 1999 (AIPA) and the Intellectual 
Property and High Technology Technical Amendments Act of 2002 do 
not apply when the reference is a U.S. patent resulting directly 
or indirectly from an international application filed before 
November 29, 2000. Therefore, the prior art date of the 
reference is determined under 35 U.S.C. 102(e) prior to the 
amendment by the AIPA (pre-AIPA 35 U.S.C. 102(e)). 

Claims 1-21 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Powlette (U.S. Patent No. 6,489,954). 
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As per claim 1, Powlette teaches a processing apparatus for 
generating an executable file (fig. 1 and abstract), comprising: 
a data generating part generating a data part by analyzing 
an input print job formed by set of commands (generates modified 
data based on the user's modifying of the initial data, 
performing annotations via a keyboard/mouse and generating 
additional data by an applet code in response to a user command 
from such input device, or some, other authorized and accessible 
data source for the applet... a user is prompted to determine if 
they would like to capture and preserve the modified window 
image data, i.e. such as by printing in a hard copy form col. 4, 
lines 32-40 and col. 9, lines 2-34 and col. 10, lines 18-30) ( 
print commands, must be analyzed to perform printing task. In 
order to print an image file, the right print driver must be 
loaded); and a file generating part generating 

the executable file including the data part and a data 
processing part having the data part as a processing target 
which are developed depending on an execute instruction (the 
program data is generally associated with modified file data 
resulting from modifications made by a user to initial data from - 
an initial data file, including files such as chart data files, 
an audio file, a video file, a text file col. 3, lines 39-56 and 
col. 4, lines 11-40); 
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said file generating part generating the executable file by 
including an updating part which updates contents of the 
executable file using data modified by the developed data 
processing part ("Because such file is also retrieved in a 
format usable by browser 160, it can be manipulated and treated 
like any other file so that, for example, at step 270 it can now 
be saved in electronic form on local storage device 130, or 
printed on a local output device 135" col. 3, lines 26-31; col. 
10, lines 18-30 and col. 11, lines 25-31). 

As per claim 2, Powlette teaches the processing apparatus as 
claimed in claim 1, wherein: said data part includes auxiliary 
information (col. 3, lines 50-55); 

• said auxiliary information indicates a position of the data 
part at a time of an initial display when the data part is 
initially displayed by the data processing part (fig. 3c and 
col. 11, lines 4-31); and 

said data processing part displays the data part from the 
position indicated by the auxiliary information at the time of 
the initial display (fig. 3c and col. 11, lines 4—31). 

As per claims 3 and 9,13 and 18, Powlette teaches the invention 
as shown in (fig. 1 and abstract) comprising: 
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a developing part developing from an executable (fig. 3A-C; 
col. 5, lines 23-61 and col. 11, lines 4—31), a data processing 
part and a data part which is generated from by analyzing an 
input print job formed by a set of commands (col. 3, lines 39- 
56; col. 4, lines 11-40 and col. 11, lines 25-31), and is used 
by the, depending on an execute instruction; and updating part 
updating contents of the executable file using data modified by 
the developed data processing part (col. 3, lines 26-31 and col. 
5, lines 23-49. see col. 10, lines 18-30 and col. 11, lines 25- 
31) . 

As per claims 4,10,14 and 19, Powlette teaches processing 
apparatus as claimed in claim 3, wherein: said data part include 
auxiliary information (fig. 3c; col. 5, lines 23-61 and col. 11, 
lines 4—31); said auxiliary information indicates a position of 
the data part at a time of an initial display when the data part 
is initially displayed by the data processing part (fig. 3c and 
col. 11, lines 4—31); and said data processing part displays the 
data part from the position indicated by the auxiliary 
information at the time of the initial display (fig. 3c and col. 
11, lines 4-31) . 



As per claims 5,11 and 20, Powlette teaches the processing 
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apparatus as claimed in claim 4, wherein said updating part 
updates the auxiliary information to a present display position 
of the data part depending on an end instruction (fig. 3c and 
col. 11, lines 4—31). 

As per claims 6,12,15 and 21, Powlette teaches processing 
apparatus as claimed in claim 3, further comprising: a delete 
part deleting the developed data processing part and data part 
at an end of a process (col. 3, lines 50— 56) . 

As per claims 7,16 and 17, Powlette teaches the invention for 
generating a file (fig. 1 and abstract), comprising: 

data generating procedure for causing the computer to 
generate a data part generating by analyzing an input print job 
formed by set of commands (generates modified data based on the 
user's modifying of the initial data, performing annotations via. 
a keyboard/mouse and generating additional data by an applet 
code " in response to a user command from such input device, or 
some other authorized and accessible data source for the 
applet... a user is prompted to determine if they would like to 
capture and preserve the modified window image data, i.e. such 
as by printing in a hard copy form col. 4, lines 32-40 and col. 
9, lines 2-34 and col. 10, lines 18-30) ( print commands must be 
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analyzed to perform printing task. In order to print an image 
file, the right print driver must be loaded) ; and 

file generating procedure for causing the computer to 
generate the executable file which includes the data part and a 
data processing part having as a processing target the data part 
developed depending on an execute instruction (col. 3, lines 39- 
56 and col. 4, lines 11-40), 

said file generating procedure causing the computer to 
generate the executable file by including an updating part which 
updates contents of the file using data modified by the 
developed data processing part (col. 3, lines 26-31 and col. 5, 
lines 23-49) . 

As per claim 8, Powlette teaches the invention as claimed in 
claim 7, wherein: 

said data part includes auxiliary information (col. 3, 
lines 50-55; 

said auxiliary information indicates a position of the data 
part at a time of an initial display when the data part is 
initially displayed by the data processing part (fig. 3c and 
col. 11, lines 4—31); and 

said data processing part displays the data part from the 
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position indicated by the auxiliary information at the time of 
the initial display (fig. 3c and col. 11, lines 4—31). 

Conclusion 

The prior made of record and not relied upon is considered 
pertinent to applicant's disclosure. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Yasin 
Barqadle whose telephone number is 571-272-3947. The examiner 
can normally be reached on 9:00 AM to 5:30 PM. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, Glenn Burgess can be 
reached on 571-272-3949. The fax phone numbers for the 
organization where this application or proceeding is assigned 
are 703-872-9306 for regular communications and 703-746-7238 for 
After' Final communications. 

Any inquiry of a general nature or relating to the status 
of this application or proceeding should be directed to the 
receptionist whose telephone number is 703-305-3900. 

Information regarding the status of an application may be 
obtained form the Patent Application Information Retrieval 
(PAIR) system! Status information for published applications may 
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be obtained from either private PAIR or public PAIR system. 
Status information for unpublished applications is available 
through private PAIR only. For. more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have 
questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free) . 
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